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Two Thousand, Fifty Nine (2059) 

• This is the number of live trademark applications pending before the 

United States Patent and Trademark Office (USPTO) that include the 

word “beer” for goods in International Class 032. 

 

• IC 032: Beers; mineral and aerated waters and other non-alcoholic 

beverages; fruit beverages and fruit juices; syrups and other 

preparations for making beverages. 

− IC 033: Alcoholic beverages (except beers). 

 

• Approximately 14-15 trademark applications per day mention beer. 
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What is a Trademark? 

• A trademark is a symbol used by a person in commerce to indicate 

the source of the goods and to distinguish them from the goods sold 

or made by others.  The symbol can be a word, phrase, design, 

image, sound or color. 

 

− Dogfish Head 

 

− Craft Brewed Ales 
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What is a Trademark? (continued) 

• Word (without stylization) – Stone Brewing Company 

 

• Word (with stylization) 

 

• Logo or symbol 

 

• Combination thereof 
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Further Scope of Trademarks 

• Trade dress (look, shape, ornamental theme, color combination) 

 

• Product line design (colorful cans) 
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Nature of Trademarks 

• Trademarks are indicative of the source or origin of a good or service. 

 

• Trademarks are intended to address the question of “who” not “what.” 

 

• The point of this is to ensure that the consumer public knows where 

goods and services come from. 
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Creation: Upon Use in Commerce 

• Trademark rights are conferred by use of the mark in commerce. 

 

• Right to use: generally the right to use is owned by the first party to 

use a mark in commerce or the first party to file a federal application 

for the mark with the USPTO. 

 

• Right to register: the right of registration is granted to the first party to 

apply for a federal trademark registration. 

− Registration with the USPTO not required, but it brings 

tremendous benefits… 
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Benefits to Registration 

• Discourages others from using confusingly similar marks 

• Mark is treated as if used throughout the United States as of the 

application date 

• Nationwide notice of ownership of the mark as of the registration date 

• Evidence of the validity and exclusive ownership of the mark for the 

goods and services listed in the registration 

• Incontestable status after five years 

• Use of the ® symbol when the mark is used for the goods and 

services listed in the registration 

• Access into Federal Court 

• Availability of potential treble (triple) damages and attorneys’ fees 

• Federally registered mark becomes the basis for foreign registrations 
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Trademark Spectrum 

• Fanciful – Best Practice Point 

− Letters that form a word without meaning, has no relation to the product 

− Strongest type of mark: frogdog 

• Arbitrary 

− One or more words whose common meaning has nothing to do with the goods or services being 

labeled: paperclip 

− Strong mark 

• Suggestive 

− One or more words that hint at or suggest the nature of a product without actually describing it: 

wheat nectar 

− Requires a mental step before association between mark and product is understood 

• Descriptive 

− Words that merely describe the product or its components or ingredients: heady 

− Very weak; protectable as trademark only if it can establish that term has acquired “secondary 

meaning” 

• Generic 

− Words that designate the “genus” of the product or what the product is: beer 

− Cannot trademark 
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Secondary Meaning or Distinctiveness 

• The mark was once descriptive. 

 

• But now, the mark has acquired distinctiveness as a trademark 

because it is now the identifier of the source. 
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Secondary Meaning or Distinctiveness (continued) 

• Secondary distinctiveness may be gained in one of two ways. 

 

− First, you can register the mark on the Supplemental Register. If 

your mark is on the Supplemental Register for some period of time 

without being successfully attacked, then you are assumed to 

have secondary distinction. 

 

− The other way to acquire secondary distinction is to earn it. You 

can earn secondary distinction by showing extensive sales and 

meaningful marketing efforts of a particular product.   

 For example, in the craft beer industry, this can be achieved by 

submitting evidence of sales, reviews from notable craft beer 

sites and proof of awards that your brewery or particular beers 

have won at national competitions or state competitions. 
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Principal Register v. Supplemental Register 

• Registration on either register provides the following advantages and 

entitlements: 

 

− Use of the ® symbol, “Registered in the Patent and Trademark 

Office”, or “Reg. U.S. Pat. & Tm. Off.”, to denote federal 

registration;  

 

− Original jurisdiction in Federal District Courts for trademark 

infringement; and, 

 

− Monetary remedies as provided in the Lanham Act including 

infringer’s profits, damages, and costs, and in appropriate cases, 

treble damages and attorneys’ fees. 
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Principal Register v. Supplemental Register (continued) 

• Principal Register provides the following additional advantages: 

 

− The registration is prima facie evidence of the validity of the registered mark, of the registrant’s 

ownership of the mark and of the registrant’s exclusive right to use the registered mark.  

 

− The registration is proof that the mark has acquired secondary meaning.  

 

− The registration is constructive notice of a claim of ownership, eliminating any justification or 

defense of good faith adoption and use made after the registration date. 

 

− For registrations resulting from applications filed after November 16, 1989, the registrant is 

entitled to a constructive use date as of the filing date of the application.  

 

− Finally and most importantly, registration becomes incontestable after five years on the 

register, assuming the filing of an appropriate affidavit or declaration of continuous use. Thus, 

the mark becomes conclusive evidence of the registrant’s exclusive right to use the mark, 

subject to certain statutory defenses. 
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Clearance 

• Begin by conducting a search through the USPTO database and see 

if you get any hits. – Best Practice Point 

 

− If the search reveals nothing, you still need to search for any 

common law rights that may exist. 

  

− If you get a hit running a search through the USPTO database, it 

might be beneficial to get some advice from us as to what sort of 

risk is present based on the search results.  
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Clearance (continued) 

• In order to perform clearance for common law rights, start with a 

series of internet searches for your particular mark.   

 

• You do not necessarily need to perform these in any particular order, 

but search for the mark through the following search engines or 

websites: 

− Google 

− Facebook 

− BeerAdvocate 

− RateBeer 

− UnTapped 

− The Alcohol and Tobacco Tax and Trade Bureau (“TTB”) and 

Certificates of Label Approval system database 
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Clearance (continued)   

• By way of example, if you are starting a brewery, search the following 

word combinations: 

− XYZ Brewery 

− XYZ Brewing Company 

− XYZ Beer Company 

− XYZ Beer 
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Clearance (continued) 

• Trademarks for beers are frequently denied on the basis of a wine 

that shares the same or a similar name. 

− Remember, wine is in IC 033. 

 

• So you will also need to search some of the following word 

combinations: 

− XYZ Winery 

− XYZ Distillery 

− XYZ Brewing Company Tea 

− XYZ Beverage Company 
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When to Register 

• Use in commerce application: the trademark is already being used in 

commerce (across state lines). 

 

• Intent to use: the applicant has an intent to use the trademark but it is 

not using the mark in commerce. 

− You can file an intent to use application, get the mark approved 

through a “Notice of Allowance”, and then wait and file a 

“Statement of Use.” – Best Practice Point 

− You can file as many as five 6-month extensions of an intent to 

use application. 
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Benefits of Intent to Use Application 
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Benefits of Intent to Use Application: Slow Ride 

• New Belgium “conducted an exhaustive trademark search to ensure 

the name Slow Ride was available.” 

• On May 23, 2014, New Belgium filed for an intent to use application 

for Slow Ride. 

• Oasis Texas Brewing Company had its grand opening on August 2, 

2014 and one of its beers is called Slow Ride. 

• Around October 2014, Oasis Texas Brewing Company filed a 

trademark application for Slow Ride. 

• New Belgium offered concurrent use and to exclude its mark from 

certain Texas counties. 

• Oasis Texas refused to agree to any coexistence. 

• New Belgium filed for declaratory judgment that it was the sole 

owner. 
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Registration 

• State and federal registration 

• Standard character marks or stylized marks 

• Actual use or intent to use 

• The proper class 

− IC 032 (beer) 

− Other classes as the brand expands 

• Disclaimers and disallowed words 

− Brewing Company 

− IPA 
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Examination 

• Three months or so after the application is filed, it will be assigned to 

a USPTO examiner, who will review it for compliance with technical 

requirements and do a search for senior conflicting marks.  

− If the examiner finds a problem, he or she will inform the contact 

listed on the application.  

− Sometimes problems can be resolved over the phone, but, in 

other situations, the USPTO will send an “Office Action” requiring 

a written response. 
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Publication 

• If the examiner is satisfied with the application, it will be published for 

a 30 day period in which others can give notice that they oppose 

registration.  

 

• If nobody opposes, the USPTO will allow the mark for registration. 
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USPTO Refusal 

• The mark is likely to cause confusion with a registered mark. 

 

• The mark is primarily merely descriptive in relation to the applicant’s 

goods or services. 

 

• The mark consists of a geographic indicator or a surname. 
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Avoiding the “Likelihood of Confusion” 

• Many courts use some variation of the following eight factor test: 

− Strength of the senior mark 

− Relatedness of the goods and services 

− Similarity of the marks 

− Evidence of actual confusion 

− Marketing channels used 

− Likely degree of purchaser care 

− Intent of the defendant in selecting the mark 

− Likelihood of expansion of the product lines 
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Use It or Lose It 

• Trademark law is dependent upon the use of a mark. 

 

• You must make a filing demonstrating continued use in commerce 

during the 5th year following registration or the mark will be cancelled. 

− This is commonly called the Section 8 Declaration. 

 

• If a mark is abandoned, it can be used by others without the fear of 

the previous owner having valid grounds of prohibiting use. 
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Protection 

• Now that you have a well-established trademark portfolio and a 

process in place for clearing and registering marks, how are you 

going to protect these intellectual property assets?  

 

• It is critically important to develop and implement a well-thought out 

plan for policing your brand.  
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Protection (continued) 
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Lagunitas v. Sierra Nevada 

• Lagunitas asserts four federally registered trademarks and two pending 

trademarks all relating to Lagunitas IPA, against Sierra Nevada Hop Hunter 

IPA. 

• Basically, the complaint states the black, bold, “IPA” lettering, with distinctive 

kerning (spacing) especially with “P” and “A” are too similar. 

• Complaint asserts consumers might confuse the two brands, based on 

similar “IPA” branding. 

• Additionally, Lagunitas notes the “Hop Hunter” branding appears to be a 

departure from usual Sierra Nevada labeling. 

• Sierra Nevada’s proclivity for collaborations, along with the branding 

departure, could lead consumers to believe this is a collaboration between 

the companies. 

• Tony Magee’s affidavit states that he personally reached out to Sierra 

Nevada founder Ken Grossman, with no resolution. 
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Lagunitas v. Sierra Nevada (continued) 

• Within 48 hours of filing the lawsuit, Tony Magee said: 

 

− “Today was in the hands of the ultimate court; the court of public 

opinion and I got an answer to my question; our IPA’s trademark 

has limits.” 



141 
www.bakerdonelson.com 
© 2016 Baker, Donelson, Bearman, Caldwell & Berkowitz, PC 

Regardless, Brand Protection is Critical… 

• Chris Staten, beer editor for Draft Magazine state: 

 

− “News of trademark disputes between brewers is often greeted 

with kneejerk reactions, especially on social media, but [Dogfish 

Head and New Belgium] have made a case for why trademark 

enforcement is so essential to a growing brand, regardless of a 

brewer’s size.” 
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Questions or Comments 
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