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Is Copyright Infringement a Necessary Step for Patent Prosecution? 
 

 Earlier this year, two academic publishers sued four patent law firms in the midwest and 

Texas for copyright infringement arising out of the firms’ submission of non-patent literature 

(NPL) to the Patent Office in connection with the prosecution of various patents.  The initial 

complaints not only claimed that submissions of copies of the articles to the PTO infringed the 

publishers’ copyrights, but also that the almost-certain internal duplication of the articles by the 

patent firms constituted infringement.  Although the PTO-submission component of the lawsuits 

has gotten the most press, it’s the internal copying aspect that raises some of the thorniest 

copyright and fair use questions, not to mention the much broader implications for all lawyers 

who copy copyrighted material in the course of their practice.  Indeed, in at least two of the 

lawsuits, the publishers have now dropped their claims regarding the PTO submissions and are 

focusing exclusively on the internal copying issues. 

 

A. The lawsuits 

 

Although the plaintiffs are generally the same in all of the lawsuits and are represented by 

the same firm, the defendants do not appear to have employed lock-step responses and 

each of the cases has a different procedural posture. 

 

1. John Wiley & Sons, Ltd. v. McDonnell Boehnen Hulbert & Bergdorf, No. 12-cv-1446 (N. 

D. Ill) 

 

Wiley sued the McDonnell firm in February of this year.  The firm answered 

the complaint and this summer the PTO was granted leave to intervene.  

Since then, Wiley has amended its complaint to drop the claims involving the 

PTO submissions and is focused only on the internal copying. 

2. American Institute of Physics v. Schwegman, Lundberg & Woessner, No.12-cv-00528 (D. 

Minn.) 

 

Schwegman filed a motion to dismiss largely on procedural grounds after plaintiffs sued 

in February.  In July, the court denied the motion to dismiss.  The PTO also was granted 

leave to intervene in this case; however, to date, plaintiffs have not amended their 

complaint and the claims involving the PTO submissions remain in the case. 

 

3. John Wiley & Sons, Inc. v. Hovey Williams LLP, No. 12-cv-04041 (D. Kan.) 

 

The case appears to have settled shortly after it was filed. 

 

4.  American Institute of Physics v. Winstead PC  No. 12-cv-01230 (N.D. Tex.) 

 

The defendant filed a motion to dismiss in this case raising a number of arguments, 

including the claim that because lawyers are ethically required to maintain copies in their 

files, any such copying constitutes fair use. (Attachment 1)  To date, the court has not 
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ruled on the motion.  The PTO also was granted leave to intervene and plaintiffs were 

given leave to amend their complaints to drop infringement claims arising out of PTO 

submissions. 

 

B. The PTO position 

 

Given the current posture of at least two of the current suits, the issue of PTO 

submissions may not be litigated in this round of cases.  Nevertheless, at least one such 

claim has survived a motion to dismiss, suggesting we could see similar issues down the 

road.  In January of this year, the PTO’s General Counsel issued an opinion on the 

submission of NPL.  (Attachment 2)  The PTO pointed out that it does not make copies of 

copyrighted NPL available on Public PAIR, but acknowledged that it will provide copies 

of cited prior art to applicants and does include copies in the file wrapper.  The PTO 

concluded that such a use was fair.  It also concluded that the applicant’s disclosure of 

NPL in Information Disclosure Statements also was a fair use. 

 

C. The broader issues 

 

These lawsuits raise the broader issues of the potential scope of copyright 

infringement claims against all law firms—patent and otherwise—who duplicate 

copyrighted material in the course of their practices.  Most copyright lawyers would 

recognize that purchasing a single subscription to a publication, copying it multiple times 

and distributing it throughout the firm would raise serious copyright infringement issues.  

(See, e.g.,   American Geophysical v. Texaco, Inc., 60 F.3d 913  (2nd Cir. 1994) 

(copyright infringement for scientists to copy individual copies of articles for archival 

purposes).) The issues get stickier, however, when copies are made in the context of legal 

practice.  Suppose, for instance, a tax lawyer relies on an article in issuing an opinion, 

copies the article and retains it in a file.  Copyright infringement?  Suppose that same 

lawyer emails a copy of the article (as opposed to a link) to 10 of his or her partners, 

warning them of the adverse consequences discussed in the article. 

 The even more likely scenario arises in litigation.  Copyrighted materials are 

routinely produced in discovery.  Key documents are copied and provided to all members 

of the litigation team on a regular basis.  Are any or all of these copies a fair use?  Does 

fair use provide a blanket protection or must each case be evaluated individually? 

Currently, the Copyright Clearance Center offers a license to law firms.  The 

license, however, does not cover every publication that could be exchanged in the course 

of practicing law.  If, in fact, internal copying constitutes infringement, what can a law 

firm do to protect itself from infringement suits not covered by the CCC license?  

Moreover, since copyright subsists as soon as expression is fixed in a tangible medium, 

can third parties object to the exchange in discovery of their letters and emails?   What 

about copying of insurance policies and other forms?   
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D. The law 

 

In outlining the legal issues here, I have not provided an extensive analysis and 

application (which would involve multiple pages), but rather have highlighted issues for 

discussion. 

 

1. Basis for infringement 
The cases involve the rights of reproduction (17 U.S.C. § 106(1)) and, to a lesser 

extent, the distribution right (17 U.S.C. § 106(3)).
1
 

 

2. Defenses 
 

a) Fair use 
 

Fair use, 17 U.S.C. § 107, is one of the most likely defenses to be raised in these 

cases.  The section provides in relevant part: 

 

…[T]he fair use of a copyrighted work  . . . for purposes such as criticism, 

comment, news reporting, teaching (including multiple copies for 

classroom use), scholarship, or research, is not an infringement of 

copyright. In determining whether the use made of a work in any 

particular case is a fair use the factors to be considered shall include— 

(1)  the purpose and character of the use, including whether such use is of a 

commercial nature or is for nonprofit educational purposes; 

 (2)  the nature of the copyrighted work; 

 (3)  the amount and substantiality of the portion used in relation to the 

copyrighted work as a whole; and 

(4)  the effect of the use upon the potential market for or value of the 

copyrighted work. 

 

The Supreme Court has specifically rejected a mechanistic factor-by-factor approach to 

fair use: 

 

The task is not to be simplified with bright-line rules, for the statute, 

like the doctrine it recognizes, calls for case-by-case analysis….The 

text employs the terms "including" and "such as" in the preamble 

paragraph to indicate the "illustrative and not limitative" function of 

                                                 
11

 In the Texas case, as part of its motion to dismiss, the defendant argues that the distribution 

right is inapplicable in this case because “distribution” as it is used in the 1976 Act requires a 

“public” distribution.  Brief at 19-20.  Defendant is right, but it does not resolve the more central 

issue of violating the reproduction right. 
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the examples given . . . which thus provide only general guidance 

about the sorts of   copying that courts and  Congress most commonly 

had found to be fair uses. Nor may the four statutory factors be 

treated in isolation, one from another. All are to be explored, and the 

results weighed together, in light of the purposes of copyright.   

 

Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 577-78 (1994). (citations 

omitted) (footnotes omitted)   See also, Ty, Inc. v. Publications Int’l, Ltd., 

292 F.3d 512, 522 (7
th

 Cir. 2002) (four factors “a checklist of things to be 

considered rather than a formula for decision.”)  As Judge Posner explained 

in Ty, the focus of a fair use analysis is whether the copying is 

“complementary” versus “substitutional” (eschewing the terms 

“transformative’ and “superseding” copies). Id.  at 518. 

 

 A handful of cases have applied fair use to copies used in legal 

actions that may be helpful in a discussion of fair use here: 

 

-- Jartech v. Clancy, 666 F.2d 403 (9
th

 Cir. 1982).  There, a city 

council and its law firm took pictures of adult films being shown in local 

theaters in connection with drafting a public nuisance statute.  The adult 

film’s producers sued for copyright infringement.  The court upheld a jury’s 

finding of fair use. 

 

--Bond v. Blum, 317 F.3d 385 (4
th

 Cir. 2003).  An author, Bond, 

wrote an autobiographical manuscript describing in detail the murder of his 

father.  When his wife’s ex-husband used the manuscript in a child custody 

hearing, Bond sued for copyright infringement.  The Fourth Circuit upheld 

the district court’s finding of fair use. Of particular interest here, in 

evaluating the “nature of the copyright work,” the court found, “the use of 

the work is not related to its mode of expression but rather to its historical 

use of facts.” Id. at 396.  In the cases at issue here, copies of articles 

submitted to the PTO or maintained in a lawyer’s files are not maintained  

because of their expressive content, but because of the particular facts 

disclosed in the articles.  On the other hand, the Bond court found that the 

use of the manuscript as evidence “did not diminish the potential market or 

value of the copyright manuscript.  Id. at 396.  Here, CCC currently offers 

licenses to law firms for internal use.  Does this impact on the market for the 

articles? 

 

 --Healthcare Advocates, Inc. v. Harding, Earley, Follmer & 

Frailey, 497 F.Supp.2d 627 (E.D. Pa. 2007).   Healthcare had sued a 

Harding client for trade secret misappropriation and trademark infringement.  

In defending the case, Harding used the Wayback Machine to examine 

archived versions of Healthcare’s website.  After Healthcare lost, it sued 

Harding for copyright infringement.  The district court granted summary 

judgment to Harding on its fair use defense.  Among the bases for the court’s 
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findings was its conclusion that the website material was largely 

informational, which the court said entitled it to greater fair use protection.  

Id.  at 638.  Relying on Harper & Row Publishers, Inc. v. Nation Enter., 471 

U.S. 539 (1985), the court pointed out that in considering the amount of the 

copyrighted work used, the analysis is qualitative rather than quantitative. 

497 F. Supp.2d at 638. The court then found, “It was necessary for them to 

copy everything because they were using the screenshots to defend their 

clients against copyright and trademark infringement claims.”  Id.  In the 

current cases, presumably the only way to fully disclose prior art—largely 

information—is by disclosing the entire document.  If disclosing the 

document to the PTO is a fair use, is keeping a copy of the disclosure also 

fair use?  Is keeping 10 copies fair use?   

 

Other fair use questions: 

 

--Because fair use must be evaluated on a case-by-case basis, can a 

law firm—or anyone—employ a blanket policy? 

 

--In the Texas case, the defendants have argued that a lawyer’s duty 

to maintain copies of a client file mandates copying the PTO disclosures.  

Does the number of copies kept in a file change this analysis?  What about 

other references reviewed and rejected and never disclosed to the PTO? 

 

b) Other defenses 

 

--Government requirement.  Where the government requires 

disclosure of copyrighted material, copying and disclosure is non-

infringement.  See, Smithkline Beecham Consumer Healthcare, L.P. 

v. Watson Pharmaceuticals, Inc. 211 F.3d 21, 27-28 (2d Cir. 2000). 

(Where Hatch-Waxman Act required generic drug companies to use 

labels identical to FDA-approved copyrighted label of name-brand 

companies, no copyright infringement.) 

 

--Merger.  Scientists take great care in disclosing their discoveries in 

publications.  In such cases, do the idea and expression merge? 

 

--Implied licenses? 
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